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TC Heartland & Venue
• “The patent venue statute, 28 U. S. C. §1400(b), provides that ‘[a]ny civil action 

for patent infringement may be brought in the judicial district where the 
defendant resides, or where the defendant has committed acts of infringement 
and has a regular and established place of business.’”
TC Heartland LLC v. Kraft Foods Grp. Brands LLC, 581 U.S. __, 2017 WL 2216934, at *3 (2017).

• “As applied to domestic corporations, “reside[nce]” in §1400(b) refers only to 
the State of incorporation. Accordingly, we reverse the judgment of the Court of 
Appeals and remand the case for further proceedings consistent with this 
opinion.” 
Id. at *8 (emphasis added).

• “The parties dispute the implications of petitioner’s argument for foreign 
corporations. We do not here address that question . . .”  
Id. at *7 n.2.
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Eastern District of Texas
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TC Heartland & Venue

Likely Consequences of the Decision:

 increased motion practice as to whether a defendant has a 
“regular and established place of business” in a district sufficient 
to support venue under § 1400(b).

 there may be an increase in the number of filings against the 
foreign parent corporations of U.S. subsidiaries since, under the 
applicable venue statutes, foreign defendants can still be sued in 
any district where personal jurisdiction is found.

SIDLEY AUSTIN LLP 7



Lexmark & International Patent Exhaustion
• “Once sold, the Return Program cartridges passed outside of the patent 

monopoly, and whatever rights Lexmark retained are a matter of the contracts 
with its purchasers, not the patent law.”

• “In sum, patent exhaustion is uniform and automatic. Once a patentee decides to 
sell—whether on its own or through a licensee—that sale exhausts its patent 
rights, regardless of any post-sale restrictions the patentee purports to impose, 
either directly or through a license.”

• “An authorized sale outside the United States, just as one within the United 
States, exhausts all rights under the Patent Act.”

• “Exhaustion does not depend on whether the patentee receives a premium for 
selling in the United States, or the type of rights that buyers expect to receive. As 
a result, restrictions and location are irrelevant; what matters is the patentee's 
decision to make a sale.”

Impression Prod., Inc. v. Lexmark Int'l, Inc., 581 U.S. __, 2017 WL 2322830, at *10, *12, *15 
(2017).
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Lexmark & International Patent Exhaustion

Consequences of the Decision and Related Questions:

 Companies will not necessarily be able to use patent rights to engage in 
geographic price discrimination between U.S. and foreign markets.
Will prices rise for goods sold abroad?  Domestically?
 Supply chain participants, resellers, and consumers will not be subject 

to the information costs associated with determining the provenance 
and travels of all articles of commerce they purchase.
Will more transactions be structured as licenses rather than sales?
 What constitutes an “authorized sale outside the United States”?
Would foreign sales by one foreign subsidiary necessarily lead to 

exhaustion if the patents have been assigned to a different foreign 
subsidiary that has no ‘authorization’ power?
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Federal Circuit’s 
“Totality of the Circumstances” Test
• Before Seagate, the Federal Circuit held that willful infringement  

requires “consideration of the totality of the circumstances” and “there 
are no hard and fast per se rules.”  Studiengesellschaft v. Dart, 862 
F.2d 1564, 1573 (Fed. Cir. 1988).

• Willfulness turned on subjective “considerations of intent, state of mind, 
and culpability.” National Presto v. West Bend, 76 F.3d 1185, 1192 
(Fed. Cir. 1996).

• Enhancing damages required balancing 8 different Read factors.  “The 
paramount determination in deciding to grant enhancement and the 
amount thereof is the egregiousness of the defendant’s conduct based 
on all the facts and circumstances.”  Read v. Portec, 970 F.2d 816, 826 
(Fed. Cir. 1992).
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Supreme Court Criticizes “Totality Of 
Circumstances” Test In Different Context

• In 1998, the Supreme Court issued Pfaff v. Wells
and created a new test for the on-sale bar.  

• The Supreme Court rejected the Federal Circuit’s 
“multifactor, totality of the circumstances” as 
“unnecessarily vague” and “undermining the 
interest in certainty.”  

• The Supreme Court stated that “a definite 
standard” is necessary. 
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Backlash To The Willfulness “Plague”

• In 2004, Judge Moore, before joining the Federal Circuit, 
wrote an article concluding that “that willfulness claims are 
plaguing patent law.”  She found willfulness claims in 92%
of 1700 complaints, yet “plaintiffs never plead specific facts
that give rise to their beliefs regarding willfulness.”  
Empirical Statistics on Willful Patent Infringement, 14 Fed. 
Cir. B.J. 227 (2004).

• “Willfulness is asserted in most cases.”  National Research 
Council: A Patent System for the 21st Century.

• Complaints “almost always contain a claim for willful 
infringement [and] treble damages.” Atochem v. Libbey-
Owens, 894 F. Supp. 844, 858 (D. Del. 1995).
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Willfulness “Plague”– What’s The Problem
• Professor Chisum noted that willfulness claims “generate 

uncertainty, breed costly litigation, and allow patent 
claimants and accused infringers to abuse the system.”  
The Harmonization of International Patent Law, 26 J. 
Marshall L. Rev. 437 (1993).

• “Few areas of the law has the tail taken to wagging the dog 
as vigorously as in the privilege waiver disputes endemic 
to patent infringement cases…. The consequent waiver of 
privileges and protections that the advice-of-counsel 
defense entails, however, is now the basis of innumerable 
disputes.…  Litigation resources are heavily invested in 
delaying the moment when an accused infringer must 
choose between relying on advice of counsel or 
maintaining typical privileges”  Chime v. PPG, 218 F.R.D.
416, 417-18 (D. Del. 2003).
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The Past Is Prologue, Or Is It?

•“Lies, damn lies, and statistics.”
•Several pre-Seagate articles 
provided empirical analysis of 
willfulness.

•Those articles seem old, but 
they are relevant once again.
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The Federal Circuit’s Solution

• In re Seagate, 497 F.3d 1360 (Fed. Cir. 2007)
• The en banc court posed three questions:

1. Should reliance on advice of counsel extend 
privilege waiver to opinion and trial counsel?

2. Does privilege waiver affect work-product 
immunity?

3. Should the substantive test for willfulness be 
modified?
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Key Seagate Holdings
1. Privilege – waiver ordinarily limited to 

opinion counsel
2. Work Product – waiver ordinarily limited to 

opinion counsel
3. Willfulness Test – a new two-part test:

• Objective recklessness, and 
• Subjective recklessness

4. No affirmative duty to obtain opinions
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Out with the New
• Halo/Stryker, 136 S. Ct. 1923 (2016)

• Problems with Seagate

–Objective recklessness protected 
“pirates”

–§ 284 cannot support elaborate two-part 
test

–Clear and convincing burden too high
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Halo Turns Back to Discretion
• The Halo approach

–Courts have discretion to punish egregious, 
culpable behavior 
• Knowledge at the time of infringing conduct
• Preponderance standard

–Willfulness precedents “channel the 
exercise of discretion”

• No affirmative duty to obtain opinions
• Privilege issues not discussed

SIDLEY AUSTIN LLP 19



Federal Circuit Cases
• Halo v. Pulse: remanded on enhancement

• Consider jury’s subjective willfulness finding as “one 
factor”

• Consider what defendant knew (or had reason to know) 
at time of infringement

• Stryker v. Zimmer: remanded on 
enhancement

• “As Halo makes clear, the decision to enhance damages 
is a discretionary one that the district court should make 
based on the circumstances of the case, ‘in light of the 
longstanding considerations . . . as having guided both 
Congress and the courts.’ Id. at 1934. Thus, it is for the 
district court to determine whether, in its discretion, 
enhancement is appropriate here.”
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Federal Circuit Cases
• Innovention v. MGA: affirmed willfulness, remanded on 

enhancement
• “Through its emphasis on egregiousness and otherwise, 

Halo clarifies the policies affecting whether to enhance 
damages. The district court should revisit its exercise of 
discretion to enhance the damages in this case in light of 
that clarification.”

• WesternGeco v. Ion Geophysical: remanded for review of 
subjective prong and enhancement

– “After Halo, the objective reasonableness of the accused 
infringer’s positions can still be relevant for the district 
court to consider when exercising its discretion”

• Apple v. Samsung; Mann v. Cochlear Corp.: remanded after 
JMOLs of no willfulness on objective prong 
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Fed. Cir. - WBIP v. Kohler 
• Jury found willfulness and district court enhanced 

by 50% (trial defenses objectively unreasonable)

• On willfulness: “Kohler's arguments on appeal that 
the district court erred in concluding that its 
obviousness defense was objectively unreasonable 
is not a basis for concluding that the district court 
abused its discretion in enhancing damages.”

• On enhancement: (1) review on enhancement is 
abuse of discretion and (2) the district court did not 
abuse its discretion
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Fed. Cir. Guidance - Willfulness
• Objective prong removed, burden = preponderance, 

reviewed for abuse of discretion.  
• “Timing does matter.  [Defendant] cannot insulate 

itself from liability for enhanced damages by 
creating an invalidity defense for trial…” WBIP v. 
Kohler

• Halo did not disturb the substantive standard for the 
second prong. WesternGeco v. Ion Geophysical

• Factual components of the willfulness question 
should be resolved by the jury. WBIP v. Kohler

• Knowledge of the patent is a prerequisite to 
enhanced damages.  WBIP v. Kohler
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Fed. Cir. Guidance - Enhancement
• Enhancement is left to court discretion. 

• Generally reserved for egregious cases.

• Based on totality of the circumstances. 
WesternGeco v. Ion Geophysical

• Read factors

• Objective reasonableness relevant. 
WesternGeco v. Ion Geophysical

SIDLEY AUSTIN LLP 24



What “Factual Components” 
Must the Jury Decide?

• WBIP, LLC v. Kohler Co., 829 F.3d 1317, 1341 (Fed. Cir. 
2016)
– “We do not interpret Halo as changing the established law 

that the factual components of the willfulness question 
should be resolved by the jury.”

• Yet Halo’s “egregious cases of misconduct beyond typical 
infringement,” like “exceptional case” standard under § 285, 
appears directed to district judge’s experience and discretion

• What should district courts ask juries to decide—and how 
should courts instruct them?
– Knowledge of patent?
– Intent to infringe?
– Egregiousness?

SIDLEY AUSTIN LLP 25



Study of Post-Halo Jury Instructions
• Reviewed 17 post-Halo cases from 6 districts in which a jury 

was instructed on willfulness
• In 2 cases, jury was given a pre-Halo instruction based on 

Seagate
• Remaining cases reflect need for further clarity

– Whether “egregiousness” is a question for the jury
– What, if any, factors should guide the jury’s deliberation on 

willfulness
– Whether the lack of an opinion of counsel may be 

considered
• Section 298: “The failure of an infringer to obtain the advice of counsel…may 

not be used to prove that the accused infringer willfully infringed the patent”

• But see AIPLA Model
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Study of Post-Halo Jury Instructions
• Of the 15 cases with a post-Halo instruction

– 13 (87%) asked the jury to consider the “egregiousness” question, i.e., 
whether conduct was “willful, wanton, malicious, bad-faith, deliberate, 
consciously wrongful, flagrant, or … characteristic of a pirate”
• 6 did so without further guidance on factors to consider

• 7 provided factors, 3 of which were based on Federal Circuit Bar Association 
model

– 2 (13%) provided factors to consider without framing question in terms 
of egregiousness

• “The Court will use its discretion to decide…whether the 
infringer’s conduct can be fairly classified as wanton, 
malicious, in bad faith, or otherwise characteristic of a 
pirate.”  Order, Johnstech Int’l Corp. v. JF
Microtechnology SDN BHD, No. 14-cv-2864, at 1 (N.D. 
Cal. Sept. 15, 2016)
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Trial Strategy
• Patent holders generally benefit from putting willfulness to the jury during 

liability phase
• Accused infringers need to try to mitigate risks 

– Get willfulness out of the case early

– Preserve all objections to instructions

– Consider seeking bifurcation

– For indirect infringement, consider argument that infringement finding (which 
includes knowledge/intent) leaves no fact for jury on willfulness

– Move in limine to bar evidence/argument re: lack of opinion of counsel

• Who benefits from instructions on Halo’s egregiousness?
– Theory 1: More difficult for plaintiffs to prove willfulness the more egregious it 

sounds

– Theory 2: Priming the jury with talk of “pirates” benefits the plaintiff

– Theory 3: Accused infringer would prefer the judge to consider egregiousness 
in the first instance
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Views From The Inside
–Opinion Letters:  Still useful, but only in the proper 

situations (i.e., the litigation defenses actually rely 
on those set forth in letter).

–Summary judgment: Still available, although most 
likely in non-willfulness setting.

–Good detailed analyses by District Courts in the 
Seventh Circuit.
• Judges experienced with complex patent 

litigation.
–Strategy considerations concerning bifurcation 

and jury trials.
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Patent Case Filings and Grants

Source: PWC 2017 Patent Litigation Study
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Patent Trials in the Marshall Division of the U.S. District Court 
for the Eastern District of Texas

• Pre-trial considerations
• Trial preparation
• Trial
• Post-trial issues
• General considerations
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Patent Trials in the Eastern District of Texas – Pretrial

Motion to Transfer
• Timing
• TC Heartland
• Evidentiary hearing?
• Mandamus petition?
• Balancing cost/benefit
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Patent Trials in the Eastern District of Texas – Pretrial

Local Counsel
• Value
• Level of involvement
• Educating local counsel
• Participation in pre-trial, trial, and post-trial
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Patent Trials in the Eastern District of Texas – Pretrial

Discovery Strategies
• Strategies re disputes
• Documents and source code
• ESI discovery
• Motion practice
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Patent Trials in the Eastern District of Texas – Pretrial

Pretrial Conferences
• Final pre-trial conference rulings
• Length of pre-trial conferences
• Pre-admitting exhibits
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Patent Trials in the Eastern District of Texas – Trial

Trial 
• Use of exhibits at trial
• Powerpoints
• In-chambers conferences each day of trial 
• Trial transcripts
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Patent Trials in the Eastern District of Texas – Trial

• Team and resource allocation
• Themes
• Jury selection
• Witnesses
• Willfulness issues
• Rebuttal case
• Charge conference
• JMOLs
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Patent Trials in the Eastern District of Texas –
General Considerations

General Considerations for Marshall
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IPR/CBM Statistics
• IPR/CBMs increasingly important part of litigation:
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Source: http://www.uspto.gov/sites/default/files/documents/2015-11-30%20PTAB.pdf
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IPR StatisticsIPR/CBM Statistics
• Electrical/Computer technology areas dominate:



Source: http://www.uspto.gov/sites/default/files/documents/2015-11-30%20PTAB.pdf
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IPR StatisticsIPR/CBM Statistics

Success Rates
FY2014:  74.3%
FY2015:  65.3%
FY2016:  72.8% (first two months)

Success Rates
FY2014:  75.2%
FY2015:  67.9%
FY2016:  41.2% (first two months)

Notes:  Instituted includes instituted-in-part.  Joinders excluded from success rate %.



Source: http://www.uspto.gov/sites/default/files/documents/2015-11-30%20PTAB.pdf
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IPR StatisticsIPR Statistics



Source: http://www.uspto.gov/sites/default/files/documents/2015-11-30%20PTAB.pdf
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• Standard of Proof
– Preponderance vs. clear and convincing. 

• Claim construction
– Broadest reasonable interpretation.

• Limited discovery 
– Deposition of expert; additional discovery only in “interest of justice” 

and narrowly focused. 
• Decision maker

– Judges with technical and patent law training, familiar with patent 
issues and willing to invalidate overbroad patents.

• 18 Month Duration
• Helpful in negotiating settlement

SIDLEY AUSTIN LLP 46

IPR/CBM Advantages



IPR Timeline
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Patent Challengers Must Have Standing for Appeal
• Phigenix, Inc. v. Immunogen, Inc., 2017 WL 74762 (Fed. Cir. Jan. 9, 2017)

– Federal Circuit found no standing for patent challenger to appeal final written 
decision due to a lack of a “case or controversy” between the parties on appeal
• Petitioner admitted no commercial risk under patents

• Interesting outcomes in cases having no case or controversy
– Petitioner that loses instituted proceeding and results in a final written decision has 

no appeal route

– Petitioner that fails to institute trial is barred by Cuozzo/Achates and may also lack 
standing to use APA to seek review of non-institution decision

– Patent owner that loses instituted proceeding should have standing to appeal due to 
commercial impact

– Patent owner has limited ability to challenge institution decision, but can use APA

• Finding impacts certain types of patent challengers
– “Public interest” or hedge funds (e.g., Coalition for Affordable Drugs)

– Competitors with no commercial dispute with the patent owner 
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IPR Timeline - Petition

• Petition triggers Inter Partes Review proceeding.
– 1 patent per petition, 60 pages each.

– Can advance multiple invalidity challenges BUT only based on: 

• § 102 and/or § 103, and

• prior patents or printed publications.

– Front loaded: All exhibits and expert declarations Petitioner will rely on must be 
filed with Petition. 

– Must be filed within 1 year of service of complaint against petitioner in district 
court.

• Exception: Complaint dismissed without prejudice does not count.
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Broadest Reasonable Interpretation v Phillips
• BRI applies to construe unexpired patent claims, but once a patent expires, the 

Board must apply the Phillips standard.  
– Apple v. Virnetx Inc., IPR2014-00481, Paper No. 35 at n.1 (Final Written Dec. Aug. 24, 

2015).

• The expiration of a patent (and shift from BRI to Phillips
standard) does not necessarily change the Board’s claim 
constructions.  
– Yahoo! Inc. v. Createads LLC, IPR2014-00200, Paper No. 42 at 7 (Final 

Written Dec. Apr. 29, 2015).

• Address both BRI and Phillips in petition when patent 
expires after institution but before final written decision.  
– Microsoft Corp., v. Parallel Networks Licensing, LLC, IPR2015-00483, Paper 

No. 22 at 3 (Order, Sept. 15, 2015).
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IPR Timeline – Preliminary Response

• Patent Owner can respond with Preliminary Response.
– Due within 3 months, 60 pages.

– Must argue Petitioner failed to meet “reasonable likelihood standard” for 
institution.

– Must raise procedural bases for denying petition.

– Can include documentary evidence, but no testimony.

– Common arguments: 

• Untimely petition 

• Prior art not publication or otherwise not prior art 

• No motivation to combine

• Redundancy
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Institution Decisions 

• Three judge panel issues institution decision.
– Proposed Pilot Program would allow institution to be made by a single APJ. 80 

Fed. Reg. 51540 (Aug. 25, 2015).

• Institution decisions are not appealable.
– In re:  Cuozzo Speed Techs., 778 F.3d 1271 (Fed. Cir. 2015), finding no 

jurisdiction to review the PTAB’s decision to institute even after final written 
decision, is currently before the Supreme Court.
• Cuozzo also found BRI standard appropriate for IPRs - Supreme Court is reviewing that as well.

– Consistent with Cuozzo, Federal Circuit has uniformly found jurisdiction 
lacking:
• St. Jude Med. v. Volcano Corp., 749 F.3d 1373 (Fed. Cir. 2014) (no jurisdiction to hear interlocutory 

appeal from denial of IPR petition).

• Achates v. Apple, 803 F.3d 652 (Fed. Cir. 2015) (decisions to institute “nonappealable”).

• Harmonic v. Avid Tech., No. 2015-1072 (Fed. Cir. Mar. 1, 2016) (decision to institute on less than 
all claims not appealable).
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IPR Timeline – Institution Decision

• Standard of review: Petitioner must show “reasonable 
likelihood” of prevailing with respect to at least one 
challenged claim.
– Can institute on partial grounds/subset of claims.

– Performs preliminary claim construction.

– Must address procedural issues raised by Patent Owner.

• Issues within 3 months of Preliminary Response.
• Losing party can seek rehearing, but no appeal from denial.
• No estoppel from denial but Patent Owner will seek to admit 

denial decision at trial.
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No Review of Decision to Institute / Not Institute
• Achates Reference Publishing, Inc. v. Apple Inc., 803 F.3d 652 (Fed. Cir. 

2015)
– Time bar determination by Board not reviewable on appeal

• Patent Owner argued Apple was in privity with time-barred co-defendant

• Board found that argument unpersuasive before institution and during trial proceeding

– Achates outcome being reviewed en banc in Wifi One v. Broadcom (Fed. Cir.)

• Cuozzo Speed Technologies, LLC v. Lee, 136 S. Ct. 2131 (2016)
– PTO use of “broadest reasonable interpretation” standard appropriate

– Institution decisions generally not reviewable

– Some wiggle room left to review issues on appeal or via APA challenges

• “…we do not categorically preclude review of a final decision where a petition fails to 
give ‘sufficient notice’ such that there is a due process problem with the entire 
proceeding, nor does our interpretation enable the agency to act outside its statutory 
limits by, for example, canceling a patent claim for ‘indefiniteness under §112’ in inter 
partes review. Post, at 2153-2155. Such ‘shenanigans’ may be properly reviewable in 
the context of §319 and under the Administrative Procedure Act ….”
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§ 325(d) Frequently Used to Decline Institution
• Medtronic v. Nuvasive, IPR2014-00487

– “[T]he instant Petition presents the same prior art previously presented in the ‘504 Petition, and the 
proposed challenges to the claims are nearly identical to the proposed challenges in the ‘504”

• Prism Pharma v. Choongwae Pharma, IPR2014-00315
– Same prior art and substantially same arguments previously presented in prosecution

• Unilever v. Procter & Gamble, IPR2014-00506
– “[W]e are persuaded that the instant Petition uses our prior Decision on Institution to bolster 

challenges that were advanced, unsuccessfully, in the 505 Petition.”

• Medtronic v. Robert Bosch Healthcare Systems, IPR2014-00436
– Overlap between the arguments and evidence in previous trial is “substantial.”

• Intelligent Bio-Systems v. Illumina Cambridge, IPR2013-00324
– Second petition described prior art reference using exactly the same language to describe prior art 

used in the first petition.  Petitioner did not distinguish any teaching present in new prior art reference 
from prior art used in first petition.

• ZTE v. ContentGuard Holdings, IPR2013-00454
– “[B]y ZTE’s own assertion, the petition in this case presents many of the same issues previously 

presented in the petition for IPR2013-00134.”
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IPR Timeline – Patent Owner Response

• Patent Owner files Response after discovery.
– Due within 3 months of Institution Decision; 60 pages.

– Opportunity to depose Petitioner’s expert prior to filing.

– Can include testimonial evidence (expert declaration) and documentary 
evidence.

– No additional discovery allowed without motion and showing it is “in the 
interests of justice.”
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IPR Timeline – Petitioner Reply

• Petitioner files Reply after its own discovery.
– Due within 3 months of Patent Owner Response; 25 pages.

– Opportunity to depose Patent Owner’s experts or declarants prior to filing.

– Arguments must have support in Petition.

• PTAB sensitive to any impermissible new arguments raised in reply.
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IPR Timeline – Motions to Exclude / Observe

• Motions to Exclude
– Each side may move to exclude other side’s evidence, limited to 15 pages.

– Other side allowed response, limited to 15 pages.

– Must have timely objected.

• Motion for Observations
– Patent Owner allowed to move for “observations” on any deposition testimony 

taken after Reply filed (occurs if new declaration(s) filed with Reply), limited to 
15 pages.

– Limited to short paragraph for each observation identifying testimony and why 
relevant.

– Petitioner allowed response, limited to 15 pages.
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IPR Timeline – PTAB Hearing

• Hearing before 3-judge panel at PTAB (typically in VA).
– Within 3 months of Petitioner’s reply.

– Typically 1 hour per side, all attorney argument.

• No live witnesses.

– Argument similar to appellate setting- Panels tend to be active, asking detailed 
technical and legal questions.

– Demonstratives used and exchanged in advance.
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IPR Timeline – Final Written Decision

• Final Written Decision issued by PTAB panel.
– Within 3 months of hearing.

– Can contain new or modified claim constructions.

– Addresses petition’s challenges and other, outstanding motions typically.

– Losing party can petition for rehearing.

– Appealable to Federal Circuit but:

• Estoppel applies immediately upon issuance of final written decision.
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Requirements for Motions to Amend
• Idle Free Systems v. Bergstrom, Inc., IPR2012-00027

– Board explains requirements for motions to amend:
• Must provide claim constructions for new or modified terms

• Must address prior art of record or known to patent owner 

• Must identify written description support for amended claim

• Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292 (Fed. Cir. 2015)

– Endorsed PTAB use of BRI standard, but found claim constructions too broad 
even under BRI

– Endorsed PTAB requirements for motions to amend
• Requirements are within the discretion given to Director to establish rules governing 

motions to amend. 

• In re Aqua Products (Fed. Cir. 2016)
– Rehearing en banc ordered; argument was December 9, 2016

– Questions PTAB requirements for motions to amend
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Requests for Rehearing

• Requests for rehearing rarely granted even if Board is clearly 
wrong.
– In Baxter v. Millenium, IPR2013-582, Paper No. 16 (Apr. 18, 2014): 

• Petition argued that a printed patent publication inherently disclosed 
the invention and anticipated the claims, but that a similar disclosure 
in priority chain failed to provide written description support sufficient 
to support a claim for priority.

• Board said arguments were “logically inconsistent.”
• Rehearing brief cited a Fed. Cir. Decision (Chester v. Miller, 906 F.2d 

1574 (Fed. Cir. 1990)) that found no “anomaly or logical 
inconsistency” in such arguments.

• Board denied request because case was not cited in petition.  
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Appeals

• Institution Decisions
– None, pending confirmation from Supreme Court in Cuozzo.

• Final Written Decisions
– Most appeals to date have sidestepped the 102/103 substantive 

validity issues and instead attacked procedural issues, such as 
application of BRI and bar dates.
• Presumably, this will change if Supreme Court affirms Cuozzo.

– When appeals do address the substantive 102/103 validity issues, the 
arguments tend to delve deep into the technical details, much more so 
than district court / jury trial appeals.

– In 2015, Federal Circuit issued 121 opinions in IPR/CBM appeals and 
affirmed PTAB 88% of the time (63% were summary affirmances).
• R. Davis, “Fed. Circ.'s Embrace Of PTAB To Fuel More AIA Reviews,” Law360 (Mar.9, 2016).
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Petitioner Estoppel Limited to Grounds Addressed in the Trial
• Shaw Industries v. Automated Creel Systems, 817 F. 3d 1293 (Fed. Cir. 2016)

• Board did not institute on all grounds in the Petition, finding some to be “redundant” 

• Petitioner pressed for mandamus to force Board to consider redundant grounds

• Federal Circuit dismisses argument, explaining that estoppel does not attach to 
grounds in petition that were not included in the instituted proceedings (the “trial”)

– “We agree with the PTO that § 315(e) would not estop Shaw from bringing its 
Payne-based arguments in either the PTO or the district courts. Both parts of 
§ 315(e) create estoppel for arguments ‘on any ground that the petitioner raised or 
reasonably could have raised during that inter partes review.’ Shaw raised its 
Payne-based ground in its petition for IPR. [T]he PTO denied the petition as to that 
ground, thus no IPR was instituted on that ground. The IPR does not begin until it is 
instituted.” 

• Conclusion:  Non-instituted grounds do not create estoppel, so prior art that was not 
advanced 

• At least one district court has extended this to find any prior art not in instituted 
trial is outside the scope of estoppel
– Intellectual Ventures v. Toshiba (D. Del. Dec. 19, 2016) (Robinson) (no estoppel for prior 

art never presented to the PTAB)
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IP Law Update

•Conclusions
•Questions & Answers
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